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STATEMENT OF THE ISSUES 

 

I. Whether the district court correctly held that Chatnoir is not 

liable for contributory copyright infringement when the 

company widely promoted a software product that would copy 

videos from a website that independently filtered infringing 

content.  

 

II. Whether the district court correctly held that Runaway Scrape 

likely diluted Chatnoir’s trademarks by blurring when Runaway 

Scrape’s domain name was highly similar to Chatnoir’s marks, 

and Runaway Scrape intended and actually caused people to 

associate its mark with Chatnoir’s marks. 
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OPINIONS BELOW 

The opinion issued by the United States District Court for the 

Northern District of Tejas is unreported.  The Fourteenth Circuit 

Court of Appeals issued an opinion on October 1, 2010, affirming the 

Northern District of Tejas’s judgment in favor of Chatnoir. The 

Fourteenth Circuit’s opinion is set out at pages 3-20 in the record. 

This Court issued an Order granting Petition for Writ of Certiorari 

for the October Term, 2010, which can be found on page 2 of the 

record. 

CONSTITUTIONAL PROVISIONS AND STATUTES 

 This case involves the interpretation of 15 U.S.C. § 1125(c) 

(2006).  A copy of the statute can be found in Appendix A.   

STATEMENT OF THE CASE 

A. Summary of the Facts 

 Chatnoir is a leading pioneer of teleconferencing software and 

hardware based in New Jack City, Tejas.  (R. 3.)  In 2003, Chatnoir 

launched a new software platform under the federally registered 

trademark of "Aardvark Medi-a."  This new software allowed users to 

view and hear streaming video and audio from other users of the 

software.  (R. 3.)  Aardvark Media was an enormous success, and 

several U.S. businesses praised the software for its performance and 

quality.  (R. 4.)   

In 2006, Chatnoir decided to incorporate two new features to 

improve upon the Aardvark Media software in response to customer 

feedback.  (R. 4.)  First, Chatnoir altered the software to allow 

users with lower bandwidth internet connections to stream only audio 
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instead of both audio and video, enhancing their teleconferencing 

experience.  (R. 4.)  Second, Chatnoir added a new feature that would 

allow users to store either audio and video from a teleconference or 

just the audio from the teleconference by itself.  (R. 4.)  Chatnoir 

would eventually release these new features under the name "Aardvark 

Pro."  (R. 4.) 

Before releasing the full version of Aardvark Pro, Chatnoir 

released a promotional version of the software through its website in 

February of 2007.  (R. 4, 5.)  Users could download a free but limited 

version named "Aardvark Lite."  (R. 4.)  The Aardvark Lite promotional 

release would only to last until the Aardvark Pro software was 

released, and Aardvark Lite was programmed to stop working after only 

six months of use, users would then be forced to purchase Aardvark 

Pro.  (R. 4, 5.)  Chatnoir’s website, which Aardvark Lite users would 

have to visit, displayed three statements: (1) it contained 

instructions on how to operate the Aardvark Lite software; (2) a 

statement urging customers not to use the Aardvark Lite software for 

illegal purposes; and (3) it contained a list of several suggested 

uses, only one of which was to create audio recordings of VuToob 

videos.  (R. 5.) 

 VuToob operates a website where users upload a variety of 

different videos, and other internet users may view those videos.  (R. 

5.)  At least some users also uploaded copyrighted material; however, 

VuToob had both "a policy and a reputation" for removing copyrighted 

videos once posted, and VuToob also employed preliminary filters to 

prevent copyrighted videos from ever being posted in the first place.  
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(R. 5.)  Internal emails from Chatnoir demonstrated that the company 

relied on VuToob’s reputation for filtering infringement when it 

declined to incorporate a filtering feature into Aardvark Lite.  (R. 

7.)     

Chatnoir undertook an extensive campaign that promoted the 

upcoming Aardvark Pro software in several ways.  (R. 5, 6.)  The 

company sent emails to its current customers and purchased advertising 

space for its new software on various business websites.  (R. 6.)  

Chatnoir also promoted the new features of its software through search 

engines, using terms such as "VuToob," "music," and "downloads".  (R. 

6.)  VuToob’s parent company, Poodle, also advertised on Chatnoir’s 

website.  (R. 17.)  Poodle paid Chatnoir fractions of a cent for each 

viewer that clicked Poodle’s advertisement.  (R. 17.)  The website, 

"aardvarks.com," which was begun by petitioners, Runaway Scrape, had 

the same advertising arrangement with Poodle. (R. 17.) 

Runaway Scrape is a band that has enjoyed success in terms of 

being independent from a label.  (R. 6.)  Although some unauthorized 

versions of its music appeared on VuToob, the band occasionally 

marketed its music through VuToob.  (R. 6.)  When the band learned of 

Chatnoir’s new Aardvark Lite software, it contacted Chatnoir by mail 

three times, once on November 3, 2006, December 14, 2006, and finally 

on January 3, 2006.  (R. 6.)  The letters urged Chatnoir to monitor 

the use of its software to prevent possible infringement that might 

result.  (R. 6.)  All three letters predated the release of the 

Aardvark Lite software.  (R. 5, 6.) 
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 After the release of Aardvark Lite, the band sent two additional 

letters to Chatnoir insisting that the band remove the software from 

its website.  (R. 7.)  When Chatnoir did not respond to the band’s 

letters, Runaway Scrape began a website registered as 

"www.aardvarks.com."  (R. 7.)  Runaway Scrape contended that it chose 

―aardvarks‖ as its domain name because of the alphabetical sorting 

qualities when placed in a list, and because a band-member once owned 

a pet aardvark as a child.  (R. 19.)  The newly created website 

allowed viewers to download a song, "Aardvarks."  (R. 7.)  Runaway 

Scrape also maintained that this song had been part of the band’s 

previous performances.  (R. 7.)  Chatnoir contended that the song—

which had never appeared on any previous album releases—was never 

promoted before the launch of www.aardvarks.com.  (R. 7.)   The song 

was seventeen minutes long and featured only two lines of lyrics, 

which were repeated five times.  (R. 19.)  The website also contained 

a link titled "Get it the right way," which allowed users to purchase 

Runaway Scrape’s music and merchandise.  (R. 7.)   Chatnoir sent 

letters to Runaway scrape on April 15, 2007, and May 1, 2007, 

demanding that the band’s new website be shut down.  (R. 7.)   

B. Summary of the Proceedings 

In response to Chatnoir’s letters, the band instituted a suit for 

contributory copyright infringement against Chatnoir in the United 

States District Court for the Northern District of Tejas.  (R. 3.)  

Chatnoir counterclaimed for trademark dilution.  (R. 8, 12.)  A bench 

trial ensued on both the band’s claim and Chatnoir’s counterclaim.  

(R. 8.)   
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At trial, the band presented evidence that Aardvark Lite was 

being used to make copies of Runaway Scrape’s music.  (R. 8.)  

Chatnoir’s CEO and President, Stanley Rocker ("Mr. Rocker"), also 

testified that the promotional downloads of Aardvark Lite had exceeded 

his expectations and exceeded the number of anticipated Aardvark Pro 

users.  (R. 8.)  The trial court also heard testimony from Kasey 

Stinger ("Ms. Stinger"), who was Mr. Rocker’s Executive Secretary for 

five years and his mistress.  (R. 8.)  The band also presented an 

audio file of a conversation between Mr. Rocker and Mr. Stinger that 

she had recorded.  (R. 8.) In that conversation, Mr. Rocker expressed 

that he believed that the lawsuit involving Runway Scrape would give 

Chatnoir good publicity.  (R. 9.)   

Both party’s experts agreed, however, that thirty percent of uses 

of the software would not infringe copyrights.  (R. 8.)  Chatnoir also 

presented undisputed statistical evidence that a full eight percent of 

its customers, and two percent of the population generally, associated 

www.aardvarks.com with Chatnoir’s software.  (R. 8.)   

After hearing all of the evidence, the district court issued a 

judgment in favor of Chatnoir on both the contributory copyright 

infringement claim and the counterclaim for trademark dilution.  (R. 

9.)  The band appealed the judgment to the United States Court of 

Appeals for the Fourteenth Circuit, which affirmed the district 

court’s judgment in favor of Chatnoir on both claims.  Following that 

appeal, Runaway Scrape appealed to this Court, which granted 

certiorari for the October Term for 2010.  (R. 2.) 
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SUMMARY OF THE ARGUMENTS 

I. 

Chatnoir is not liable for contributory copyright infringement 

because it did not intentionally encourage users of Aardvark Lite to 

infringe copyrights.  In determining intent, this Court has considered 

(1) whether advertising targets an infringing audience, (2) whether 

adequate filtering safeguards are in place, (3) whether a party’s 

business model depends on infringing uses or its product, and (4) 

whether a product is capable of current and future substantial non-

infringing uses. 

First, Chatnoir did not encourage infringement because it did not 

advertise Aardvark Lite to an audience known for infringement.  

Chatnoir advertised Aardvark Pro and Lite through emails to current 

customers describing the new product’s uses such as copying VuToob 

videos.  The company also advertised through business websites and 

search engines.  While using the product with some videos on the 

VuToob website would infringe copyrights, neither party contests that 

copying many videos from VuToob would not infringe.  Chatnoir’s 

website even specifically warns customers not to use the software for 

unethical purposes.  Therefore, Chatnoir’s advertising does not impute 

intent to encourage infringement because it did not target an 

infringing audience. 

Second, although Chatnoir did not filter infringing uses of 

Aardvark Lite, VuToob independently filtered all videos on its 

website.  Chatnoir expressly took copyright infringement into 

consideration and determined that VuToob’s protections were adequate 
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to protect copyright holders.  Therefore, even though Chatnoir did not 

filter infringement itself, its consideration of whether adequate 

safeguards were in place shows that it did not intend for Aardvark 

Lite users to infringe copyrights.   

Third, Chatnoir was not financially dependent on infringement 

Chatnoir’s business model was already a large commercial success.  

Chatnoir’s Aardvark Media software was reputed in the business 

community for its performance in teleconferencing.  Additionally, 

Aardvark Pro and Lite were developed in response to feedback from 

users of Aardvark Media, which shows that Chatnoir was promoting an 

already profitable business model.  Therefore, Chatnoir was not 

financially dependent on customers engaging in copyright infringement.  

Finally, Aardvark Lite was capable of substantial non-infringing 

uses.  It forced users to convert to Aardvark Pro after only six 

months.  This forced conversion demonstrates that the software was not 

only capable of current non-infringing but exclusively non-infringing 

future uses.  Accordingly, this court should affirm that the district 

court’s judgment in favor of Chatnoir on Runaway Scrape’s contributory 

copyright infringement claim because it is not clearly erroneous. 

II. 

 Runaway Scrape diluted Chatnoir’s trademarks by blurring.  The 

elements of a trademark dilution cause of action are: (1) the 

plaintiff owns a mark that is both famous and distinctive, and (2) 

after the plaintiff’s mark becomes famous, the defendant commenced use 

of the mark or trade name in commerce that is likely to cause dilution 

of the famous mark either by blurring or by tarnishment. Since the 
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parties have stipulated Chatnoir’s marks are famous and distinctive, 

the only issue to be decided is whether Runaway Scrape’s use of its 

mark is likely to dilute Chatnoir’s famous marks by blurring.  

 Although there are six factors to consider, the relevant factors 

considered by the courts below are: (1) the degree of similarity 

between the mark or trade name and the famous mark; (2)whether the 

user of the mark or trade name intended to create an association with 

the famous mark; (3) and any actual association between the mark or 

trade name and the famous mark.  

 First, Runaway Scrape’s registered domain name, 

www.aardvarks.com, is likely to dilute Chatnoir’s marks, Aardvark 

Media, Aardvark Pro, and Aardvark Lite because the marks have a high 

degree of similarity.  The marks do not have to be identical.  Runaway 

Scrape’s domain name merely pluralized the core terms that both marks 

share, aardvark, which is not enough to avoid diluting Chatnoir’s 

mark. Runaway Scrape’s mark was also used in a very similar context to 

Chatnoir’s marks because Runaway Scrape and Chatnoir utilize VuToob 

for their businesses, essentially for advertising, and Chatnoir’s 

software, which is one of its marks, can be used in conjunction with 

Runaway Scrape’s business.  Additionally, the publicity of this 

dispute furthers the overall impression that the two marks are 

similar.   Therefore, Runaway Scrape’s mark has a high degree of 

similarity to Chatnoir’s mark.   

  Second, Runaway Scrape intended the use of its mark to be 

associated with Chatnoir’s marks.  Runaway Scrape created its domain 

name immediately following this conflict with Chatnoir, evidencing the 
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intent to associate with Chatnoir. Runaway Scrape also made references 

to Chatnoir on its website by posting only one of its songs, 

―Aardvarks,‖ with a link telling customers to ―Get it the right way,‖ 

appearing to reference the conflict with Chatnoir, especially since 

there is no evidence in the record to indicate when this song was 

created. Further, Runaway Scrape’s position is undermined because it 

offered conflicting reasons for creating its domain name: the unique 

alphabetical properties of the word ―aardvark‖ and one of the band 

members had a childhood pet that was an aardvark.  Therefore, Runaway 

Scrape intended to associate its mark with Chatnoir’s marks. 

Lastly, people actually associated Runaway Scrape’s mark with 

Chatnoir’s marks.  Surveys were conducted by Chatnoir and the surveys 

revealed that two percent of the general public and eight percent of 

Chatnoir’s customers associated Runaway Scrape’s domain name with 

Chatnoir’s marks. Since people actually associated Chatnoir’s marks 

with Runaway Scrape’s mark, its domain name diluted Chatnoir’s marks 

by blurring. Accordingly, this court should affirm that the district 

court’s judgment in favor of Chatnoir on Runaway Scrape’s contributory 

copyright infringement claim because it is not clearly erroneous. 

ARGUMENTS AND AUTHORITIES 

I. THE DISTRICT COURT CORRECTLY HELD THAT CHATNOIR IS NOT LIABLE 

FOR CONTRIBUTORY COPYRIGHT INFRINGEMENT BECAUSE IT DID NOT 

INTENTIONALLY INDUCE COPYRIGHT INFRINGEMENT. 

 

Copyright law must balance artistic protection with technological 

innovation and new commerce.  Metro-Goldwyn-Mayer Studios, Inc. v. 

Grokster, Ltd. (Grokster III), 545 U.S. 913, 928 (2005).  However, 

where the balance is close, the law favors the protection of 
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technology over revenue obtained from artistic expression.  Id. at 960 

(Breyer, J. concurring).  Congress has expressly stated that it is the 

policy of the United States to (1) promote interactive computer 

software, and (2) preserve the competitive free market for interactive 

computer services.  47 U.S.C. §§ 230(b)(1), (2) (2006).  The Copyright 

Act itself does not hold anyone liable for contributory infringement.  

Grokster III, 545 U.S. at 930.  Instead, doctrines of contributory and 

secondary liability flow from common law principles.  Sony Corp. of 

Am. v. Universal City Studios, 464 U.S. 417, 435 (1984).     

Furthermore, secondary copyright liability is respectful of the 

First Amendment because the doctrine only prohibs intentional 

activity.  Colum. Pictures Indus. v. Fung, 2009 WL 6355911 at *14 n. 

22 (C.D. Cal. Dec 21, 2009) (emphasis added); see also Universal City 

Studios v. Reimerdes, 111 F. Supp. 2d 294, 339-41 (S.D.N.Y. 2000) 

(finding that strict liability based on website content would raise 

"grave constitutional concerns").  Consequently, contributory 

copyright infringement specifically requires that a party intend to 

promote infringement.  Grokster III, 545 U.S. at 936.  A finding of 

intent—or lack thereof—by a district court is a factual finding that 

turns on sensitive evaluations of witness credibility.  Huff v. N.D. 

Cass Co. of Ala., 468 F.2d 172, 176 (5th Cir. 1972).  Therefore, a 

district court’s findings on intent should not be disturbed unless 

clearly erroneous.  See id.; Associated Indem. Corp. v. Dow Chem. Co., 

935 F.2d 800, 804 (6th Cir. 1991). 

This Court has employed three major factors in determining 

whether a party intentionally induced copyright infringement: (1) 
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whether a party took affirmative actions on behalf of the product, (2) 

whether measures were taken to prevent possible infringing uses, and 

(3) whether a party was financially dependent on infringing uses of 

the product.  Grokster III, 545 U.S. at 939-40.  This list was non-

exhaustive, and this Court has previously considered whether a product 

has substantial non-infringing uses as dispositive in denying 

contributory copyright liability.  Sony Corp., 464 U.S. at 424.  

Runaway Scrape presented evidence that users of Aardvark Lite were 

infringing copyrights.  (R. 8.)  However, the band’s appeal to this 

Court still must fail because the evidence does not demonstrate that 

Chatnoir intentionally promoted that copyright infringement. 

A. Chatnoir Is Not Liable for Contributory Copyright Infringement 
Because It Did Not Take Active Steps to Promote Copyright 

Infringement. 

 

The law remains reluctant to impose liability for possible 

infringing uses of an otherwise lawful product. Grokster III, 545 U.S. 

at 936; Walter Tech. Corp. v. Calco, Ltd., 850 F.2d 660, 668 (Fed. 

Cir. 1988).  This Court’s decision in Sony prohibits imputing intent 

to promote infringement as a matter of law based solely on the 

characteristics of a company’s product.  Grokster III, 545 U.S. at 

934.  Instead, a company must clearly express a purpose to encourage 

others to infringe on copyrights through active steps.  Id. at 936-37.  

Advertising is the preeminent indicator of whether a company intended 

to encourage copyright infringement.  Id. at 935.  If advertising 

targets an audience that it known for infringement, a court may infer 

that the company intended for those users to infringe copyrights.  Id. 

at 939.   
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 Normal product promotion through advertising does not impute 

intent to encourage infringement because it does not target an 

infringing audience.  Perfect 10, Inc. v. Visa Intl. Svcs. Assn., 494 

F.3d 788, 801 (9th Cir. 2007).  In Perfect 10, the plaintiff sued 

several credit card companies alleging that their online payment 

systems were being used to purchase copyrighted photographs.  Id. at 

793.  The plaintiff had informed the credit card companies of the 

infringement several times, but the companies took no action to stop 

or prevent the continued use of their services from aiding copyright 

infringers.  Id.  The court upheld the district court’s dismissal of 

the complaint because the plaintiff was unable to show affirmative 

steps that promoted infringement, such as advertising by the 

defendants.  Id. at 801.  The court noted that the defendants in 

Grokster III had engineered and disseminated a product specifically to 

promote copyright infringement, while no evidence showed that the 

credit card companies had taken any affirmative steps outside of 

normal product promotion to encourage infringement.  Id. 

Moreover, advertising that promotes uses that could be infringing 

or non-infringing does not target an audience known for infringement.  

Monotype Imaging, Inc. v. Bitstream, Inc., 376 F. Supp. 2d 877, 888 

(N.D. Ill. 2005).  In Monotype Imaging, the defendant openly 

advertised that its software could be used to replicate any font, 

whether licensed to be replicated or not.  Id. at 889.  The court 

conducted a bench trial and found that this advertisement "differ[ed] 

substantially from the situation in Grokster" where the advertisements 

specifically targeted an infringing audience.  Id.  Instead, witnesses 
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for the defendant testified that the purpose of the advertising was to 

promote lawful use of the product with other companies that licensed 

the product.  Id.  The court specifically noted the credible testimony 

of defendant’s witnesses as a key factor in determining that the 

defendant did not intentionally promote infringement through its 

advertising.  Id. 

Chatnoir is not liable for contributory copyright infringement 

because its advertising did not target an audience known for copyright 

infringement.  Like the defendants in Perfect 10, which knew its 

product was used to infringe copyrights, Chatnoir had knowledge 

Aardvark Lite program was used by some customers to infringe 

copyrights.  (R. 8.)  However, just as the defendants in Perfect 10 

had not taken any affirmative steps outside normal product promotion 

to encourage infringing uses, "Chatnoir’s advertising in no way 

encourages the illegal use of Aardvark Lite" or targets an infringing 

audience.  (R. 10.)  Therefore, Chatnoir’s advertising does not allow 

for the inference that it intentionally promoted copyright 

infringement. 

Furthermore, Chatnoir’s advertising did not target an audience 

known for infringement because its advertising promoted non-infringing 

uses of Aardvark Lite in support of Aardvark Pro.  (R. 5, 6.)  Like 

the defendant in Monotype Imaging, which promoted uses that could be 

infringing and non-infringing, Chatnoir’s advertising through search 

engines using terms such as "VuToob" and "music" did not promote 

infringement because a large portion of VuToob videos do not infringe 

copyrights.  (R. 10.)  VuToob independently filters infringement, and 
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several artists promote themselves through non-copyrighted works on 

VuToob.  (R. 5.)  Neither party disputes that recording a large 

portion of the videos on VuToob would not infringe any copyrights.  

(R. 10.)  Also like the defendants in Monotype Imaging, who used its 

advertisement to promote future lawful use of licensed products, 

Chatnoir’s Aardvark Lite program is specifically intended to promote 

its own software because Aardvark Lite became inoperable after six 

months and required conversion to the full Aardvark Pro software.  (R.  

4.)  The court in Monotype Imaging gave great weight to the 

credibility of the defendant’s witnesses in evaluating the intentions 

of the defendant.  376 F. Supp. 2d at 889.  Similarly, the district 

court evaluated the credibility of several witnesses in determining 

Chatnoir’s intentions.  (R. 8.)  After having an opportunity to assess 

the credibility of the witnesses and weigh the evidence, the court 

found for Chatnoir.  (R. 8-9.) 

Therefore, this Court should affirm the district court’s judgment 

in favor of Chatnoir because it is not clearly erroneous.  Chatnoir’s 

advertising did not target an audience known for infringement.  

Consequently, Chatnoir is not liable for contributory copyright 

infringement because its advertising did not actively encourage 

infringement. 

B. Chatnoir Did Not Induce Infringement By Not Filtering Uses of 
Aardvark Lite Because VuToob Independently Monitored 

Infringement. 

 

The second factor that this Court considered in Grokster III was 

whether the company filtered infringing uses of its product.  545 U.S. 

at 939.  Failure to restrict infringement can highlight other evidence 
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of intent to promote infringement, but it cannot exist as an 

independent means of liability.  Id. at 939 n. 12.  Passive refusal to 

stop infringing uses of software cannot by itself impute intent to 

promote infringement through that software.  Beverly Hills Fan Co. v. 

Royal Sovereign Corp., 21 F.3d 1558, 1569 (Fed. Cir. 1994) (noting 

that inducement cannot be based upon omissions because affirmative 

acts are required). 

Purposeful avoidance or frustration of attempts to filter 

infringing uses can support intent to promote infringing uses.  Metro-

Goldwyn-Mayer Studios, Inc. v. Grokster, Ltd. (Grokster IV), 454 F. 

Supp. 2d. 966, 990-91 (C.D. Cal. 2006).  On remand from this Court, 

the district court found that the defendant had not only failed to 

filter infringing uses, but it had actually taken active steps to 

prevent enforcement efforts by legitimate copyright holders.  Id.  

Rather than filter infringement, the district court found that the 

defendant’s executives had tested the product to specifically ensure 

that copyrighted works would be available to the users of its 

software.  Id.  The district court granted the plaintiff’s motion for 

summary judgment based on the defendant’s failure to filter and 

frustration efforts infringement, but did so in conjunction with 

several other factors.  Id. at 999. 

Aardvark Lite’s lack of filtering capabilities does not show 

intent to promote infringing uses because VuToob independently filters 

the content on its website.  Unlike the defendant in Grokster IV, 

which took affirmative steps to prevent filtering and copyright 

enforcement, Chatnoir did not take any such action.  Also unlike the 
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defendant in Grokster IV, there is no indication that Chatnoir ever 

tested the Aardvark Lite software in order to ensure that it would be 

able to infringe on known copyrights.  To the contrary, internal 

emails from Chatnoir revealed that the company only declined to filter 

infringing uses because it knew that VuToob already filtered these 

uses determined that appropriate safeguards were already in place.  

(R. 11.)  In considering copyright holder protections, Chatnoir was 

intending to lawfully promote the upcoming release of its Aarvark Pro 

software in a non-infringing manner. 

Furthermore, Chatnoir’s was justified in relying on VuToob’s 

filtering capabilities.  Courts have found that sufficient safeguards 

for copyrights are in place and deny liability where companies that 

post videos to the internet have been found to remove or filter 

infringing uses.  See UMG Recordings, Inc. v. Veoh Networks, Inc., 665 

F. Supp. 2d 1099, 1115 (C.D. Cal. 2009) (holding a company which 

removed infringing uses was not subject to secondary liability under 

Grokster III); Viacom Intl., Inc. v. YouTube Inc., 2010 WL 2532404 at 

*11 (S.D.N.Y. June 23, 2010) (finding that Grokster III was 

inapplicable when the company removed all infringing videos of which 

it was notified).  It is unlikely that VuToob could be found liable 

for contributory copyright infringement because it protects copyrights 

through similar safeguards by removing infringing videos and has a 

reputation for doing so.  (R. 5.)  Therefore, it was also reasonable 

for Chatnoir to rely on VuToob’s filtering capabilities as sufficient 

safeguards against users infringing copyrights.   
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The lower court’s ruling is not clearly erroneous because the 

evidence supports the finding that Chatnoir did not intentionally 

promote infringement.  Therefore, this Court should affirm the lower 

court’s judgment. 

C. Chatnoir’s Business Model Was Not Dependent on Copyright 
Infringement Because Its Products Were Successful Exclusive of 

Infringing Uses. 

 

The third factor that this Court considered in Grokster III was 

whether a company’s business model was dependent on infringing uses.  

545 U.S. at 940.  A company’s business model alone cannot demonstrate 

intent to encourage infringement, but may do so if it is accompanied 

by other indications of intent.  Id.     

A company’s business model highlights intent to promote 

infringement when infringing uses are nearly the sole source of income 

for the company.  Arista Records LLC. v. Lime Group LLC, 715 F. Supp. 

2d 481, 512–13 (S.D.N.Y. 2010).  In Lime Group, defendants profited 

extensively from advertising to customers that were almost exclusively 

using the software to infringe copyrights.  Id. at 512.  As a result, 

the defendant’s profits were directly tied to the number of infringing 

customers.  Id.  The defendant mostly marketed its paid services to 

the current free users, which made its entire business model largely 

dependent on the number of infringing users.  Id.  The court 

ultimately granted the plaintiff’s motion for summary judgment based 

on the defendant’s business model in conjunction with other direct 

indications of intent to promote infringement.  Id. at 524. 

Furthermore, comments from executives that publicity from a 

lawsuit would improve a current business model do not connect 
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profitability with infringement.  Relig. Tech. Ctr. v. Netcom On-line 

Comm. Serv., Inc., 907 F. Supp. 1361, 1377 (N.D. Cal. 1995).  In 

Religious Technology, the attorney for the defendant revealed that the 

company’s executives saw the lawsuit as beneficial publicity for the 

company in the press.  Id.  The plaintiff claimed that this statement 

demonstrated defendant directly and financially benefited from failing 

to enforcing copyright laws.  Id.  The court rejected this argument 

and found that the statement failed to raise even a genuine issue of 

material fact as to the defendant’s culpability.  Id. 

Chatnoir’s business model is not dependent on infringing uses of 

its Aardvark Lite software because it was independently successful 

before Aardvark Lite was ever created.  (R. 3.)  Unlike the defendant 

in Lime Group, which profited almost exclusively from advertising to 

its infringing users, Chatnoir’s products were already highly 

profitable and renowned in the business community for their 

performance.  (R. 4.)  This previous profitability shows that 

Chatnoir’s business model and was not dependent upon infringing uses 

of the Aardvark Lite promotional software.  Also unlike the defendant 

in Lime Group, which promoted its paid services to the currently 

infringing users of its free software, Chatnoir developed its Aardvark 

Pro and Lite software in response to feedback from existing customers 

who were not infringing on copyrights.  (R. 4.)  This responsive 

software development shows that Chatnoir was promoting an already 

successful business model that was not dependent on infringing uses of 

the Aardvark Lite.  Even though Chatnoir received advertising revenue 

from VuToob’s parent company, Poodle, this revenue is tied to all 
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users of Aardvark Lite, not merely the infringing users.  (R. 17.)  In 

fact, www.aardvarks.com maintained by Runaway Scrape contains the same 

advertising arrangement with Poodle as Chatnoir’s website. (R. 17.) 

Additionally, Stanley Rocker’s comments do not demonstrate that 

Chatnoir’s business model was dependent on infringing uses of the 

Aardvark Lite software.  Like the defendant in Religious Technologies, 

who indicated that the publicity related to the lawsuit was 

beneficial, Mr. Rocker indicated that the current lawsuit involving 

Runaway Scrape would be favorable publicity in promoting the Aardvark 

software.  (R. 9.)  The court in Religious Technologies found that 

such statements did not even raise a genuine issue of material fact as 

to whether the defendant’s business model was dependent on copyright 

infringement.  907 F. Supp. at 1377.  Similarly, Rocker’s statements 

do not show that Chatnoir depended upon copyright infringement to 

promote its business model.  The recording of Mr. Rocker’s statement 

and the testimony of Ms. Stinger were presented to the trial court.  

(R. 9.)  Therefore, the trial court had ample opportunity to review 

the statement and assess its credibility and demeanor before the court 

entered a judgment in favor of Chatnoir. 

The district court’s judgment is greatly supported by evidence in 

the record.  Since a plausible reading of the record supports the 

district court’s judgment, that judgment is not clearly erroneous.  

Therefore, this court should affirm the lower court in finding that 

Chatnoir is not liable for contributory copyright infringement. 
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D. Chatnoir Did Not Encourage Copyright Infringement Because 
Aardvark Lite Was Only A Short-lived Promotion of Aardvark 

Pro. 

 

The three factors delineated in Grokster III are a non-exclusive 

list.  (R. 12.)  The Fourteenth Circuit found that the brief period of 

time that Aardvark Lite would be operational and the inevitable launch 

of Aardvark Pro were indicators that Chatnoir did not intend to 

infringe copyrights.  (R. 12.)  This Court has agreed with that 

rational in previous cases.  Grokster III, 545 U.S. at 953–54 (Breyer 

J., concurring); Sony, 464 U.S. at 456.  This rule guarantees that 

technological innovation will have the breathing room necessary to 

support vigorous commerce.  Grokster III, 545 U.S. at 933; Sony, 464 

U.S. at 442; see also Dawson Chem. Co. v. Rohm & Haas Co., 448 U.S. 

176, 221 (1980). 

A product which has significant prospects of non-infringing uses 

does not impute intent to promote infringement.  See Sony Corp., 464 

U.S. at 444.  In Sony, the defendant’s product allowed users to record 

television shows to watch at a later time.  Id. at 422-23.  The 

evidence indicated that the number of authorized uses of the 

defendant’s product was well under ten percent.  Id. at 443.  This 

Court expressly refused to determine the exact percentage of non-

infringing uses that would be substantial but noted that the non-

infringing uses of the defendant’s product plainly rose to the level 

of substantial non-infringing uses.  Id. at 442.  In making that 

determination the Court relied on the non-infringing uses at the time 

as well as the ―significant potential‖ for non-infringing uses in the 

future.  Id. at 444.  This Court then reversed the circuit court and 
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reinstated the district court’s judgment in favor of the defendant.  

Id. at 456. 

Chatnoir did not intend to promote copyright infringement because 

the software is capable of both current and future substantial non-

infringing uses.  Like the defendant in Sony, who distributed a 

product with both infringing and non-infringing use, Chatnoir’s 

Aardvark Lite software is capable of lawful as well as unlawful use.  

(R. 8, 10.)  While the evidence in Sony showed that less than ten 

percent of the uses were authorized, Chatnoir and Runway’s experts 

agree at approximately thirty percent of Aardvark Lite’s current users 

participated in lawful use.  (R. 8.)  This large proportion of non-

infringing uses demonstrates that Aardvark Lite is not only capable of 

substantial non-infringing use, but that its users actually 

participate in substantial non-infringing use.  Also like the product 

in Sony, which had future potential for non-infringment, Aardvark Lite 

was programmed specifically to stop working after six months and 

prompt the customer to purchase the full Aardvark Pro software.  (R. 

4.)  This mandatory conversion to the non-infringing Aardvark Pro 

software shows that Aardvark Lite was not created with a purpose to 

promote infringement, and non-infringing uses would become the sole 

mode of operation after only six months.   

 Therefore, Chatnoir did not intentionally encourage users of 

Aardvark Lite to infringe copyrights.  First, Chatnoir did not 

advertise Aardvark Lite to an audience known for infringement, and it 

did not offer technical assistance to users seeking to infringe 

copyrights.  (R. 5–6.)  Second, although Chatnoir did not filter 
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infringing uses of Aardvark Lite, all of the files on VuToob which 

could be used with the software were independently filtered and 

removed by VuToob.  (R. at 4).  Chatnoir expressly took copyright 

infringement into consideration and determined adequate protections 

were in place.  (R. 11.)  Third, Chatnoir was not financially 

dependent on infringing uses of Aardvark Lite because Chatnoir’s 

previous Aardvark Media software was already a large commercial 

success. (R. 3.)  Finally, Aardvark Lite was capable of substantial 

non-infringing uses and forced users to convert to Aardvark Pro after 

only six months.  (R. 4.)  This forced conversion demonstrates that 

the software was not made for the purpose of copyright infringement.  

Accordingly, this court should affirm that the district court’s 

judgment as not clearly erroneous because it is supported by a 

plausible reading of the record. 

II. THE DISTRICT COURT PROPERLY HELD THAT RUNAWAY SCRAPE IS LIABLE 

FOR DILUTION BY BLURRING BECAUSE ITS DOMAIN NAME ACTUALLY AND 

INTENTIONALLY IMPAIRED THE DISTINCTIVENESS OF CHATNOIR’S MARKS.  

 

Trademark law protects an owner of a trademark by providing a 

cause of action against another person who uses the mark or trade name 

in commerce that is likely to dilute the owner’s famous mark. 15 

U.S.C. § 1125(c) (2006). Trademark dilution laws were created 

specifically to "recognize that famous trademarks require special 

protection because of the . . . abundant good will and consumer 

loyalty . . . they inspire." Anne Gundelfinger, President, 

International Trademark Association, Testimony, Trademark Dilution IV 

(H.R. Jud. Feb. 17, 2005)(copy of transcript on file with Fed. Doc. 

Clearing H.).  
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The elements of a trademark dilution cause of action are: (1) the 

plaintiff owns a mark that is both famous and distinctive, and (2) the 

defendant commenced use of the mark or trade name in commerce that is 

likely to cause dilution of the famous mark either by blurring or by 

tarnishment. 15 U.S.C. § 1125(c)(1) (2006). Runaway Scrape concedes 

that Chatnoir’s marks, "Aardvark Media," "Aardvark Pro," and "Aardvark 

Lite," are famous and distinctive marks.  (R. 13.)  Runaway Scrape 

also concedes that its domain name, "www.aardvarks.com" is the use of 

a mark in commerce. (R. 13.) Therefore, the only issue remaining is 

whether Runaway Scrape’s use of the mark "Aardvarks" in its domain 

name is likely to dilute Chatnoir’s mark by blurring.  15 U.S.C. § 

1125(c)(1); (R. 13.).  If Chatnoir’s mark is likely diluted by 

blurring, it is by Congress’s will that the courts protect Chatnoir’s 

trademark and its distinctive quality by recognizing this cause of 

action against Runaway Scrape. H.R. Rpt. 109-23 at 4-6 (Mar. 17, 

2005). 

 Dilution by blurring is defined as an association arising from 

the similarity between a mark or trade name and a famous mark that 

impairs the distinctiveness of the famous mark. 15 U.S.C. § 

1125(c)(2)(B) (2006).  Dilution occurs when the unauthorized use of a 

famous mark reduces the public’s perception that the mark signifies 

something unique, singular, or particular. H.R. Rpt. 109-23 at 4-6. 

There are a number of factors that are considered in determining 

whether a defendant’s use of a mark is likely to dilute a plaintiff’s 

mark by blurring: (1) the degree of similarity between the mark or 

trade name and the famous mark; (2) the degree of inherent or acquired 
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distinctiveness of the famous mark; (3) the extent to which the owner 

of the famous mark is engaging in substantially exclusive use of the 

mark; (4) the degree of recognition of the famous mark; (5) whether 

the user of the mark or trade name intended to create an association 

with the famous mark; and (6) any actual association between the mark 

or trade name and the famous mark. 15 U.S.C. § 1125(c)(2)(B). However, 

the Fourteenth Circuit only considered the first and the last two 

factors in its analysis and considered these three factors to be 

relevant. (R. 13-15.)  

A. Runaway Scrape’s Domain Name Is Likely to Cause Dilution by 

Blurring Because Its Mark Has a High Degree of Similarity 

to Chatnoir’s Marks.  

 

 Runaway Scrape’s use of its domain name, "www.aardvarks.com" is 

likely to cause dilution by blurring because its mark has a high 

degree of similarity to Chatnoir’s marks, "Aardvark Media," "Aardvark 

Pro," and "Aardvark Lite."  15 U.S.C. § 1127(c)(2)(B)(i) (2006); Visa 

Intl. Serv. Assn. v. JSL Corp., 610 F.3d 1088, 1090 (9th Cir. 2010).  

In analyzing the similarities between the two marks, courts look to 

whether the trademarks are identical, or to the degree of difference 

between the two marks.  Visa, 610 F.3d at 1090.  This Court has stated 

that protection of the famous mark should be afforded even if it is 

not identical to the offending mark, although the legislative history 

may suggest otherwise, because being identical is not compelled by the 

statute.  Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 

(2003).  

A high degree of similarity between the offending mark and the 

famous mark can be found by adding a prefix to the famous mark.  Visa, 
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610 F.3d at 1090.  In Visa, a multilingual education and information 

business operated solely on the internet using the domain name, 

"www.evisa.com". Id. at 1089. The word "visa" in eVisa was meant to 

suggest the ability to travel through the English-speaking world.  Id. 

The court found that eVisa’s mark and that of Visa International 

Services Association, the company associated with Visa credit cards, 

were "effectively identical."  Id. at 1090.  The only difference 

between the two marks was the addition of the prefix "e," which is 

commonly considered an electronic or online version of a brand. Id. 

The court stated that this prefix added nothing more to the mark than 

would adding the words, "Corp." or "Inc." to the end of a mark’s name.  

Id.; see also Jada Toys, Inc. v. Mattel, Inc., 518 F.3d 628, 635 (9th 

Cir. 2007) (concluding that a reasonable trier of fact could find ―HOT 

WHEELS‖ and ―HOT RIGZ‖ marks to be nearly identical).  The court noted 

that generally, the more arbitrary a mark is, such as Visa’s, the more 

protection it will receive.  Visa, 610 F.3d at 1090.  Therefore, it 

was held that eVisa’s mark diluted Visa’s mark by blurring.  Id. at 

1092.  

 Runaway Scrape’s domain name, "www.aardvarks.com," has a high 

degree of similarity to Chatnoir’s marks, "Aardvark Media," "Aardvark 

Pro," and "Aardvark Lite." Just as in Visa where the Court found the 

addition of the letter "e" to the word "Visa" to show a high degree of 

similarity with Visa’s mark, in this case, Runaway Scrape’s simple 

addition of the letter "s" to the word "aardvark" also indicates a 

high degree of similarity with Chatnoir’s marks that all contain the 

core word "aardvark." (R. 7.) Additionally, even though Chatnoir’s 
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marks contain the words, "Media," "Pro," and "Lite" at the end of the 

core word "aardvark," the Visa court noted that just like adding a 

prefix to a word, having a suffix, such as "Corp.," still makes the 

marks essentially the same. Visa, 610 F.3d at 1090. Therefore, because 

Runaway Scrape did nothing more than pluralize Chatnoir’s core word 

"aardvark," which is an arbitrary mark requiring the most protection, 

this Court should follow the holding in Visa that these simple 

differences were not enough to lower the high degree of similarity 

between the marks and should find this similarity to lean in favor of 

finding dilution by blurring.  

 In addition to discerning the textual similarity between the two 

marks, courts also look at the context within which the marks are used 

to determine their similarity. Starbucks Corp. v. Wolfe’s Borough 

Coffee, Inc., 588 F.3d 97, 106 (2d Cir. 2009). Even though this factor 

was developed as part of the trademark infringement analysis, which 

hinges on likelihood of confusion not applicable to trademark 

dilution, the Second Circuit has likewise applied it to dilution by 

blurring claims. Id. In Starbucks Corporation, a small coffee company 

sold a blend of coffee called "Charbucks Blend" and later "Mister 

Charbucks," with the name "Charbucks" appearing on some if its items 

for sale. Id. at 103. The Court held the district court did not err in 

finding the Charbucks mark to be minimally similar to the Starbucks 

mark because the marks were presented to consumers differently, the 

package designs were different, and it was unlikely that Charbucks 

would appear to consumers outside the context of its normal use. Id. 

at 106-107. However, the Court noted that there was an "obvious 
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similarity" in the core terms of both marks, and the existence of some 

similarity could be sufficient to prove likelihood of dilution by 

blurring. Id. at 107 n. 3. Further, the Court found that the district 

court erred in requiring "substantial" similarity between the marks 

because the Trademark Dilution Revision Act does not contain the words 

"very" or "substantial" when describing the factor of similarity that 

must be found in a federal dilution claim. 15 U.S.C. § 

1125(c)(2)(B)(i); Id. at 108. The fact that the federal statute uses 

the word "degree" to modify similarity is evidence that marks are not 

required to be substantially similar. Starbucks, 588 F.3d at 108.           

 The core term "aardvark" in Chatnoir’s marks is identical to the 

core term in Runaway Scrape’s mark; both use the name of the animal. 

(R. 3, 7.) Just like the court in Starbucks noted that when the marks 

share the same core terms, they may be sufficiently similar to 

demonstrate dilution by blurring, in this case, Chatnoir’s marks and 

Runaway Scrape’s mark share the same core term, "aardvark," and should 

likewise be considered sufficiently similar to find dilution by 

blurring. Further, unlike the "Charbucks" mark in Starbucks that did 

not give the overall impression and context that it was similar to 

Starbucks’s mark because of the different presentations, Runaway 

Scrape’s domain name is used in a very similar context to Chatnoir’s 

marks and the publicity of this dispute furthers the overall 

impression that the two marks are similar. (R. 4-7.) Because Runaway 

Scrape posts its music videos on VuToob and has a link to its music on 

its website, all directly linked to the core mark, "aardvark," this is 

highly similar to the context in which Chatnoir utilizes its marks, 
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since Chatnoir’s software can be used in connection with VuToob and is 

advertised as such, and Chatnoir advertises in search engines that 

contain the terms, "VuToob," "downloads," and "music." (R. 5-7.) Thus, 

unlike the dissimilar contexts utilized in Starbucks where the overall 

impression of the offending mark was not highly similar to the 

trademark and did not tend to prove dilution, Runaway Scrape’s mark is 

used in a very similar context to Chatnoir’s marks and should be 

considered dilution. (R. 5-7.) 

 Due to the high degree of similarity between Runaway Scrape’s and 

Chatnoir’s marks, Runaway Scrape diluted Chanoir’s marks.  Therefore, 

this Court should affirm the district court’s judgment in favor of 

Chatnoir because it is not clearly erroneous.    

B. Runaway Scrape’s Use of Its Domain Name Is Likely to Cause 

 Dilution by Blurring Because Runaway Scrape Intended the Use of  

 Its Mark to Be Associated With Chatnoir’s Marks. 

 

 This factor in the dilution by blurring analysis ―considers 

whether the defendant intended to trade on the recognition of the 

famous mark. . . presumably. . . with the expectation that consumers 

would associate its mark  with the famous mark.‖  Anne Gundelfinger, 

President, International Trademark Association, Testimony, Trademark 

Dilution.  In proving that the defendant intended to associate its 

marks with the famous mark, the analysis does not require an 

additional inquiry into whether defendant acted in bad faith because 

bad faith is not what the statute requires.  Starbucks, 588 F.3d at 

109.  Further, upon showing a likelihood of dilution, good intentions 

alone do not negate that showing.  Visa, 610 F.3d at 1091.   
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 An indicator of a defendant’s intent to associate its mark with 

the famous mark can be found by looking at when the defendant’s mark 

was created in relation to the famous mark.  Nutri/System, Inc. v. 

Con-Stan Indus., Inc., 809 F.2d 601, 606 (9th Cir. 1987).  In 

Nutri/System, Incorporated v. Con-Stan Industries, Incorporated, 

Nutri/System, the owner of over six hundred weight loss centers across 

the country and seller of food products, registered its name as 

Nutri/System in 1980 after operating under a different name since 

1976.  Id. at 603.  Con-Stan offered health products under various 

registered names with the prefix ―Nutri‖ since 1960.  Id.  In 1980, 

Con-Stan wanted to expand its Trim-Away Program and re-name it, 

―Nutri-Trim,‖ and sought to register the mark, but was denied the 

ability to register the mark pending the outcome of the case.  Id.  

While Nutri/System challenged Con-Stan’s intent to enter the weight 

loss market with a mark containing the word ―Nutri‖ after Nutri/System 

registered its mark, the Court noted that Con-Stan had used the word 

―Nutri‖ on its products long before Nutri/System registered its mark 

and before a dispute had ever arisen. Id. at 606.  The Court stated 

that Nutri/System failed to show that Con-Stan entered the trade with 

the word ―Nutri‖ with the intent to associate its mark with 

Nutri/System, and instead Con-Stan adopted a name with a prefix it 

already felt comfortable using as it previously did, which had no 

assimilation to the conflict with Nutri/System.  Id.  The Court held 

that Con-Stan did not intend to associate its mark with Nutri/System’s 

mark.  Id.   
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 Runaway Scrape’s intent to associate with Chatnoir’s marks is 

evidenced by its delay in creating its mark and the suspicious timing 

of other actions surrounding that creation.  Unlike the defendant in 

Nutri/System that was using the word it later wanted to register as 

its trademark for twenty years prior to the famous owner of the mark, 

Runaway Scrape did not create the domain name and website, 

―www.aardvarks.com,‖ until after the dispute started with Chatnoir and 

four years after Chatnoir registered its mark.  (R. 3, 7.)  Further, 

unlike the Defendant in Nutri/System who was using the mark prior to 

any conflict with Nutri/System and therefore lacked intent to 

associate with Nutri/System’s mark, Runaway Scrape showed its intent 

to associate with Chatnoir’s marks because it created its mark after 

receiving information that people were using Chatnoir’s marks 

partially against Runaway Scrape’s interests.  (R. 7.)  Users of 

Chatnoir’s ―Aardvark Lite‖ software were illegally downloading Runaway 

Scrape’s songs from VuToob, and Runaway Scrape created its mark 

seventeen days after sending Chatnoir its last cease and desist 

letter. (R. 7.) Subsequently, and showing even more motivation to 

associate its mark with Chatnoir’s marks, Runaway Scrape allowed users 

to download its song, ―Aardvarks,‖ the only song listed on the website 

(even though the band has produced several records since 1999), and 

created a link on its website stating, ―Get it the right way,‖ with a 

link to Runaway Scrape’s website where users could purchase the band’s 

music and merchandise, evidencing an expression in response to the 

illegal downloaders using Chatnoir’s software. (R. 7.)  Moreover, it 

is unclear from the record when Runaway Scrape created the song, 
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―Aardvarks,‖ and because the song only contains one verse, repeated 

five times, for seventeen minutes, it appears that the song was 

created for the sole purpose to associate with Chatnoir’s marks. (R. 

7.)  Therefore, the timing of Runaway Scrape’s actions shows that it 

intended to associate its mark with Chatnoir’s marks.    

 When a court is faced with a Defendant’s conflicting evidence on 

the issue of intent, the court favors the owner of the famous mark.  

Nike, Inc. v. Nikepal Intl., Inc., 2007 WL 2782030 at *7 (E.D. Cal. 

Sept. 18, 2007).   In Nike, the defendant provided services and 

products to analytical, environmental, and scientific laboratories, 

and sought to register the mark, ―NIKEPAL.‖  Id. at *1.  Plaintiff, 

Nike, objected to Nikepal’s registering of its mark.  Id. at **1-2.  

The defendant offered two conflicting reasons for creating the mark, 

―NIKEPAL‖: he thought of the mark when he thought about a vanity 

license plate for his car; and he selected the word, ―NIKE,‖ by 

opening up the dictionary and randomly selecting the first word he 

saw, which he then combined with the first three letters of his name.  

Id.  The Court held that his conflicting testimony as to why he 

intended to use the mark was not credible.  Id. at *7.  Thus, the 

Court favored Nike on the issue of Nikepal’s intent to associate its 

mark with Nike’s mark.  Id.   

 The issue of Runaway Scrape’s intent to associate with Chatnoir’s 

marks will favor Chatnoir because Runaway Scrape offered conflicting 

evidence as to why it created its mark.  Just as Nikepal’s founder 

testified he randomly selected his mark partially from the dictionary 

in Nike, Runaway Scrape also admits to selecting the word ―aardvarks‖ 
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for its domain name because of its unique alphabetical listing 

property.  (R. 19.)    Further in line with Nike, when Nikepal’s 

founder also admitted to creating the ―NIKEPAL‖ mark based off of a 

completely unrelated reason he already offered, Runaway Scrape 

likewise offered another reason for using the mark containing the word 

―aardvarks,‖ explaining that one of the band member’s had a pet 

aardvark as a child.  (R. 19.)  Just like the court in Nike found 

Nikepal’s founder to lack credibility because of the reasoning he gave 

and favored Nike on the issue of intent, Runaway Scrape also lacks 

credibility, and the issue of intent should be decided in favor of 

Chatnoir.  

 Therefore, the lower court’s ruling is not clearly 

erroneous because the evidence supports the lower court’s finding that 

Runaway Scrape diluted Chatnoir’s trademark by blurring.  Therefore, 

this Court should affirm the lower court’s judgment. 

C. Runaway Scrape’s Use of Its Domain Name Is Likely to Cause 

 Dilution by Blurring Because People Actually Associated Runaway 

 Scrape’s Mark With Chatnoir’s Marks. 

 

 The Trademark Dilution Revision Act specifically states that 

actual association between the marks shall rest on ―any actual 

association,‖ and provides no specific number or percentage of 

consumers who must associate the marks with each other.    15 U.S.C. § 

1125(c)(2)(B)(vi) (2006).  Congress has made clear that ―dilution is 

an infection, which if allowed to spread, will inevitably destroy the 

advertising value of the mark.‖ Moseley, 537 U.S. at 427 (quoting H.R. 

Rpt. 104-374 at 3 (Nov. 30, 1995)).  Therefore, finding any 
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association between the marks should be cause to prevent dilution and 

protect the famous owner’s mark in order to uphold Congress’ will.   

 Actual association between the two marks is usually proven by 

survey evidence, or other circumstantial evidence, including direct 

consumer association or consumer confusion.  Anne Gundelfinger, 

President, International Trademark Association, Testimony, Trademark 

Dilution.  In Nike, Inc. v. Nikepal International, Inc., a survey 

showed actual association between Nike’s mark and Nikepal’s mark when 

over 87% of Nikepal’s customers were found to associate ―Nikepal‖ with 

―Nike.‖ 2007 WL 2782030 at *8.  However, the survey was not conducted 

on behalf of the general public, yet the Court still found that 

Nikepal’s consumers would be circumstantial proof of a finding of 

actual association among the general public as well.  Id.  The Court 

held that Nikepal’s mark was actually associated with Nike’s mark. Id.   

  Runaway Scrape’s mark was actually associated with Chatnoir’s 

marks because surveys conducted showed that people associated both 

parties’ marks.  (R. 8.)  Just as the survey in Nike revealed that a 

percentage of consumers associated Nikepal’s mark with Nike’s mark, 

the surveys conducted in this case also reveal that a percentage, two 

percent of the general public and eight percent of Chatnoir’s 

customers, associated Runaway Scrape’s mark with Chatnoir’s marks.  

(R. 8.)  Although the percentage of association in this case is not 

nearly as high as it was in Nike,  the statute only requires ―any‖ 

association to be made, which was met upon finding uncontested 

percentages of people that actually associated Runaway Scrape’s mark 

with Chatnoir’s marks.  (R. 8.)  Further, just as the court in Nike 
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used circumstantial evidence to conclude that an association was made 

with the general public, there is circumstantial evidence in this case 

that the association between Runaway Scrape’s mark and Chatnoir’s 

marks could actually be higher.  (R. 8.)  Both Runaway Scrape’s and 

Chatnoir’s experts found that roughly seventy percent of Chatnoir’s 

Aardvark Lite users were using the software to infringe, and Runaway 

Scrape provided uncontested evidence that third parties were using 

Aardvark Lite to make unauthorized copies of its music in particular.  

(R. 8.)  Therefore, similarly to Nike, there is circumstantial 

evidence that at least some percentage of the seventy percent of 

Chatnoir’s software users that were infringing associated Chatnoir’s 

marks with Runaway Scrape’s mark.  (R. 8.)   Thus, people actually 

associated Runaway Scrape’s mark with Chatnoir’s marks and 

consequently, Runaway Scrape’s use of its domain name was likely to 

cause dilution by blurring. Therefore, this Court should affirm the 

lower court’s judgment because it was not clearly erroneous. 

 Runaway Scrape is liable for dilution by blurring because the use 

of its domain name intentionally and actually associated with 

Chatnoir’s marks, causing Chatnoir’s marks to lose distinctiveness. 

First, Runaway Scrape’s domain name has a high degree of similarity to 

Chatnoir’s marks because the marks contain the same core term. Second, 

Runaway Scrape intended for people to associate its mark with 

Chatnoir’s mark because it created its domain name immediately 

following this conflict with Chatnoir and the contents on its website 

appear to have been created in response to Chatnoir’s new software. 

Lastly, Runaway Scrape’s domain name was actually associated with 
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Chatnoir’s marks, evidenced by the survey results that revealed that a 

percentage of Chatnoir’s customers and the general public associated 

the marks with one another. Thus, Runaway Scrape diluted Chatnoir’s 

marks by blurring, and the lower court’s judgment should be affirmed.   

CONCLUSION 

 This Court should affirm the lower court’s judgments in favor of 

Chatnoir. Chatnoir did not intentionally induce copyright 

infringement. Runaway Scrape diluted Chatnoir’s trademarks by 

blurring. Therefore, Chatnoir respectfully requests that this Court 

affirm the Fourteenth Circuit on all issues. 
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APPENDIX 

15 U.S.C. § 1125(c). Dilution by blurring; dilution by tarnishment. 

Trademark Dilution Revision Act. 

 

(1) Injunctive relief 

Subject to the principles of equity, the owner of a famous mark that 

is distinctive, inherently or through acquired distinctiveness, shall 

be entitled to an injunction against another person who, at any time 

after the owner's mark has become famous, commences use of a mark or 

trade name in commerce that is likely to cause dilution by blurring or 

dilution by tarnishment of the famous mark, regardless of the presence 

or absence of actual or likely confusion, of competition, or of actual 

economic injury. 

 

(2) Definitions 

(A) For purposes of paragraph (1), a mark is famous if it is widely 

recognized by the general consuming public of the United States as a 

designation of source of the goods or services of the mark's owner. In 

determining whether a mark possesses the requisite degree of 

recognition, the court may consider all relevant factors, including 

the following: 

(i) The duration, extent, and geographic reach of advertising and 

publicity of the mark, whether advertised or publicized by the owner 

or third parties. 

(ii) The amount, volume, and geographic extent of sales of goods or 

services offered under the mark. 

(iii) The extent of actual recognition of the mark. 

(iv) Whether the mark was registered under the Act of March 3, 1881, 

or the Act of February 20, 1905, or on the principal register. 

(B) For purposes of paragraph (1), ―dilution by blurring‖ is 

association arising from the similarity between a mark or trade name 

and a famous mark that impairs the distinctiveness of the famous mark. 

In determining whether a mark or trade name is likely to cause 

dilution by blurring, the court may consider all relevant factors, 

including the following: 
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(i) The degree of similarity between the mark or trade name and the 

famous mark. 

(ii) The degree of inherent or acquired distinctiveness of the famous 

mark. 

(iii) The extent to which the owner of the famous mark is engaging in 

substantially exclusive use of the mark. 

(iv) The degree of recognition of the famous mark. 

(v) Whether the user of the mark or trade name intended to create an 

association with the famous mark. 

(vi) Any actual association between the mark or trade name and the 

famous mark. 

(C) For purposes of paragraph (1), ―dilution by tarnishment‖ is 

association arising from the similarity between a mark or trade name 

and a famous mark that harms the reputation of the famous mark. 

 

(3) Exclusions 

The following shall not be actionable as dilution by blurring or 

dilution by tarnishment under this subsection: 

(A) Any fair use, including a nominative or descriptive fair use, or 

facilitation of such fair use, of a famous mark by another person 

other than as a designation of source for the person's own goods or 

services, including use in connection with-- 

(i) advertising or promotion that permits consumers to compare goods 

or services; or 

(ii) identifying and parodying, criticizing, or commenting upon the 

famous mark owner or the goods or services of the famous mark owner. 

(B) All forms of news reporting and news commentary. 

(C) Any noncommercial use of a mark. 

 

(4) Burden of proof 

In a civil action for trade dress dilution under this chapter for 

trade dress not registered on the principal register, the person who 

asserts trade dress protection has the burden of proving that-- 

(A) the claimed trade dress, taken as a whole, is not functional and 

is famous; and 
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(B) if the claimed trade dress includes any mark or marks registered 

on the principal register, the unregistered matter, taken as a whole, 

is famous separate and apart from any fame of such registered marks. 

 

(5) Additional remedies 

In an action brought under this subsection, the owner of the famous 

mark shall be entitled to injunctive relief as set forth in section 

1116 of this title. The owner of the famous mark shall also be 

entitled to the remedies set forth in sections 1117(a) and 1118 of 

this title, subject to the discretion of the court and the principles 

of equity if-- 

(A) the mark or trade name that is likely to cause dilution by 

blurring or dilution by tarnishment was first used in commerce by the 

person against whom the injunction is sought after October 6, 2006; 

and 

(B) in a claim arising under this subsection-- 

(i) by reason of dilution by blurring, the person against whom the 

injunction is sought willfully intended to trade on the recognition of 

the famous mark; or 

(ii) by reason of dilution by tarnishment, the person against whom the 

injunction is sought willfully intended to harm the reputation of the 

famous mark. 

 

(6) Ownership of valid registration a complete bar to action 

The ownership by a person of a valid registration under the Act of 

March 3, 1881, or the Act of February 20, 1905, or on the principal 

register under this chapter shall be a complete bar to an action 

against that person, with respect to that mark, that-- 

(A)(i) is brought by another person under the common law or a statute 

of a State; and 

(ii) seeks to prevent dilution by blurring or dilution by tarnishment; 

or 

(B) asserts any claim of actual or likely damage or harm to the 

distinctiveness or reputation of a mark, label, or form of 

advertisement. 
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(7) Savings clause 

Nothing in this subsection shall be construed to impair, modify, or 

supersede the applicability of the patent laws of the United States. 

 

 

 


